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1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
faihng to particularly point out and distinctly claim the subject matter which apphcant regards as 
the invention. 

Claim 1 should indicate that when the other paired groups are not a pair of benzyl groups, 
then these each are an alkyl group of 1 to 4 carbon atoms or are connected together to form a 3 to 
6 member ring, (other wise claims 2 is not further Hmiting) 

It is not clear if this claims is directed to the cyanine compound alone "for use in or to 
the medium "and being used in the optical recording layer". For the purposes of examination on 
the basis of prior art, the examiner has interpreted it both ways, (claims 4) 

3. Claim 2 is objected to under 37 CFR 1 .75(c), .as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

Claim 1 makes no provision for both paired groups being pairs of benzyl moieties as 
recited in claim 2. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1 and 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yano JP 
2003-231359. 

Yano JP 2003-231359 (machine translation provided) teaches trimethine indolenic 
cyanine dyes where the Rl may be alkyl, and R2 or R3 can be CI -4 alkyl, benzyl, or connected 
to form a 3-6 member ring, (abstract and [0008]). These are used in optical recording media as 
evidenced by section [0068]. 

It would have been obvious to modify dye No 34 [0022] by replacing the methyl moiety 
in the R2 position with a benzyl moiety with a reasonable expectation of forming a useful 
trimethine indolenic cyanine dye on the basis of the disclosure of equivalence in the cited text 
and further to use it to form an optical recording mediimi with a reasonable expectation of 
success in forming a useful medium. 

The claims do not specify that the alkyl groups are unsubstituted and therefore the claims 
are held to embrace the case where methyl (CI) is substituted by phenyl. 

7. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yano et al. JP 
2003-335061. 

Yano et al. JP 2003-335061 (machine translation provided) teaches trimethine indolenic 
cyanine dyes where the C substituents on the indole ring may be alkyl, benzyl, or connected to 
form a cycloalkyl ring. [001 1-0016]. These are used in optical recording media as evidenced by 
section [0055-0061]. 
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It would have been obvious to modify dye No 19 [0024] by replacing the methyl moieties 
with benzyl moietie with a reasonable expectation of forming a useful trimethine indolenic 
cyanine dye on the basis of the disclosure of equivalence in the cited text and further to use it to 
form an optical recording niedium with a reasonable expectation of success in forming a useful 
medium. 

8. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over any one of 
(Tominaga et al. JP 2000-108510, Hamada et al. JP 2000-168233 108510 or Tominaga et al. 
2000-289335), in view of Nagatani et al. JP 10-278426, JPO Abstract of JP 03-224793 and Sakai 
etalJP 58-021746. 

Tominaga et al. JP 2000-108510 (machine translation attached) teaches optical recording 
media using the indoleneic trimethine cyanine dyes of formula I, where A may be phenyl and X 
may be methylene to form a benzyl moiety. F.urther, this may be substituted by halogen, alkyl, 
alkenyl, alkenoxy, or alkoxy. (abstract and [0018-0021], See dye 3 has N- ethylphenyl 
substituents. The media have high photostability, preservation stabiUty and solubility (abstract 
and [0015]). 

Hamada et al. JP 2000-168233 (machine translation attached) teaches optical recording 
media using the indoleneic trimethine cyanine dyes of formula I, where Y1-Y3 may be formula 
III, where R4 is phenyl and 1 is one, m is zero to form a benzyl moiety. Further, this may be 
substituted by halogen, alkyl, alkenyl, alkenoxy, or alkoxy. (abstract and [0018-0021]. See dyes 
7 and 10 which have N- ethylphenyl substituents. The resulting media have high stability and 
reUability (abstract and [001 1]) 
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Tominaga et al. 2000-289335 (machine translation attached) teaches optical recording 
media using the indoleneic trimethine cyanine dyes of formula I, where R2 may be phenyl, 1 may 
be zero and Rl may be methylene to form a benzyl moiety. Further, this may be substituted by 
nitro, cyano, halogen, alkyl, alkoxy or the like, (abstract and [0018-0021]. See dye 3, which has 
N- ethylphenyl substituents. The media have high photostability, preservation stability and 
solubihty (abstract and [0015]). 

Nagatani et al. JP 10-278426 (machine translation provided) teaches optical recording 
media with the indoleneic trimethine cyanine dyes of formula 1 where R1-R6 can be hydrogen, 
alkoxy, alkoxy, alkylhydroxy, aralkyl, alkenyl, alkylcarbonyl or alkylsulfonyl. (abstract and 
0011]) 

JPO Abstract of JP 03-224793 (but not the document itself) teaches that Rl-3 can be Cl- 
8 alkyl, phenyl or benzyl.( © is 1991). 

Sakai et al. JP 58-021746 teaches a cyanine analog where the terminal moieties are 
indolenic. Dyes H-1 1 and H-12 (page 3) show the benzyl moieties as N substituents. Dye H-10 
shows wehre the benzyl moieties are bound to the carbon adjacent to the linkage binding the two 
terminal moieties. 

It would have been obvious to one of ordinary skill in the art to modify dye 3 of 
Tominaga et al. JP 2000-108510, dye 7 or 10 of Hamada et al. JP 2000-168233 or dye 3 of 
Tominaga et al. 2000-289335 by forming the benzyl analogs where two benzyl moieties are 
bound to the carbon of the indolene ring in place of an alkyl moiety to form the dyes of the 
claims and to use these in optical recording media with a reasonable expectation of realizing the 
benefits ascribed to these dyes by Tominaga et al. JP 2000-108510, Hamada et al. JP 2000- 
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168233 108510 or Tominaga et al. 2000-289335 based upon the known use of aralkyl moieties in 
both locations as evidenced by Nagatani et al. JP 10-278426 and specifically benzyl moieties as 
disclosed in JPO Abstract of JP 03-224793 and the indoleneic dyes of Sakai et al. JP 58-021746 
which bear paired benzyl moieties. 

9. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yano et al. JP 
2003-335061, combined with JPO Abstract of JP 03-224793 and Sakai et al JP 58-021746. 

It would have been obvious to one skilled in the art to modify the cited examples of Yano 
et al. JP 2003-335061 by using similar dyes where the benzyl group are paired based upon the 
known use of aralkyl moieties in both locations as evidenced by Nagatani et al. JP 10-278426 
and specifically benzyl moieties as disclosed in JPO Abstract of JP 03-224793 and the indoleneic 
dyes of Sakai et al. JP 58-021746 which bear paired benzyl moieties. 

10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct fi*om the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
VogeU All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiiUy comply with 37 CFR 
3.73(b). 
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1 1 . Claims 1 and 3-5 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-24 of copending Application No. 
10/973444 (US 2005/0094548). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims embrace the case where the Rl and R2 of 
formula 2 and/or R2 and R3 of formula 1 are benzyl moieties. 

The claims do not specify that the alkyl groups are unsubstituted and therefore the claims 
are held to embrace the case where methyl (CI) is substituted by phenyl. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

12. Claims 1 and 3-5 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-12 of copending Application No. 

1 1/257325 (US 2006/01 10566). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims embrace the case where the R2 and R3 of 
formula 2 and/or formula 1 are benzyl moieties. 

The claims do not specify that the alkyl groups are unsubstituted and therefore the claims 
are held to embrace the case where methyl (CI) is substituted by phenyl. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

13. Claims 1-5 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-5 of copending Application No. 10/899027 
(US 2005/003 1993). Although the conflicting claims are not identical, they are not patentably 
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distinct from each other because the claims embrace the case where the Rl and R2 and/or R3 and 
R4 of formula I are benzyl moieties. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

JP 03-224793 is also made of record, although the abstract is relied upon instead of the 
reference for the teaching. 

15. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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